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I. REAL PARTY IN INTEREST 

The real party in interest in this appeal is BASF Aktiengesellschaft (BASF), 
Ludwigshafen, Germany, the assignee of the entire right, title, and interest to the above- 
identified patent application. The assignment was recorded in the United States Patent and 
Trademark Office ("USPTO") at Reel 16083, Frame 0981 on December 20, 2004, which 
constitutes the entire chain of title from the inventors to BASF. 
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II. RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences known to appellants, appellants' 
legal representative, or the assignee which will directly affect or be directly affected by, or 
have a bearing on, the Board's decision in the pending appeal. 
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III. STATUS OF CLAIMS 

A. HISTORY 

This application was originally field with claims 1-11. Claims 12-21 were 
added to the application in a preliminary amendment. 

B. CURRENT STATUS OF CLAIMS 

Claims cancelled: 1 1 and 18-21. 

Claims withdrawn from consideration but not cancelled: None. 

Claims pending: 1-10 and 12-17. 

Claims allowed: None. 

Claims rejected: 1-10 and 12-17. 

C. CLAIMS ON APPEAL 

The claims on appeal are claims 1-10 and 12-17. 
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IV. STATUS OF AMENDMENTS 

Appellants filed an after- final amendment on January 18, 2008. The 
amendment was not entered, as indicated in the Advisory Action mailed February 12, 2008. 
Accordingly, appellants understand that the current form of the claims are represented by 
Amendment M A", filed August 10, 2007, and as reproduced in the Claims Appendix below. 
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V. 



SUMMARY OF CLAIMED SUBJECT MATTER 



The present invention is directed to foams prepared from an already formed 
water-absorbing basic polymer. The polymer foams are prepared by crosslinking the already 
formed basic polymer in an aqueous solution. The foam structure therefore is fixed by 
crosslinking the basic polymer. The basic polymer foams of the present invention optionally 
can contain water-absorbing acidic polymer particles. The optional water-absorbing acidic 
SAP particles are fixed, as particles, in the basic polymer foam. 

These features of the present invention are clearly set forth in independent 
claims 1 and 8, wherein a basic polymer (free of acid monomers), a crosslinker, and a 
surfactant (plus one or more optional ingredients (d), (e), and (f) set forth below) are included 
in an aqueous mixture and the resulting aqueous mixture is foamed, then the basic polymer in 
the foamed mixture is crosslinked. The aqueous mixture optionally can contain water- 
absorbing acidic polymer particles (f). The acidic polymer particles are prepared and 
crosslinked prior to addition to the aqueous mixture. The claimed foam is not prepared by 
polymerizing either an acidic monomer or a basic monomer (or a mixture thereof), but by 
crosslinking a basic polymer that is in solution. If present, the previously formed acidic 
polymer particles (f) are embedded in the foam as particles. 

The claimed subject matter therefore relates to a water- absorbing basic 
polymer foam (claims 1-8), a process for producing foams comprising a water-absorbing 
basic polymer foam (claims 1-10), and articles comprising the water-absorbing basic polymer 
foam (claims 12-17). Application specification, page 1, lines 7-8; page 2, line 30-page 3, line 
30; and page 25, line 34-page 26, line 8. The inventors have found that a present water- 
absorbing basic polymer foam provides water-absorbing articles having a high absorption 
capacity, and improved permeability and improved distribution properties. Specification 
page 2, lines 26-28. 

The water-soluble basic polymer foam of independent claim 1 is prepared as 

follows. 

(I) foaming a crosslinkable aqueous mixture including 
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(a) at least one basic polymer whose basic groups have optionally 
been neutralized, said basic polymer free of acid monomers (specification, page 3, line 32- 
page 9, line 37), 

(b) at least one crosslinker (specification, page 9, lines 39-page 16, 



line 13), 
line 46), 
1-14), 



(c) at least one surfactant (specification, page 16, line 15-page 17, 

(d) optionally at least one solubilizer (specification, page 18, lines 



(e) optionally thickeners, foam stabilizers, fillers, fibers, cell 
nucleators, and mixtures thereof (specification, page 18, line 17-page 20, line 2) and 

(f) optionally particulate water-absorbing acidic polymers 
(specification page 20, line 4-page 21, line 33), 

by dissolving a gas which is inert toward free radicals in the crosslinkable 
aqueous mixture under a pressure from 2 to 400 bar and subsequently decompressing the 
crosslinkable aqueous mixture to atmospheric or by dispersing fine bubbles of a gas which is 
inert toward free radicals, and 

(II) crosslinking the foamed mixture to form a hydrogel foam and 
optionally adjusting a water content of the polymer foam to 1-60% by weight. 
See specification, page 2, lines 30-page 3, line 6. 

The basic polymer is prepared from basic monomers prior to addition to the 
foamed aqueous mixture. The basic polymers include, for example, polymers containing 
vinylamine units, polymers containing vinyl guanidine units, polymers containing 
dialkylaminoalkyl(meth)acrylamide units, polyethyleneimines, ethylenimine-grafted 
polyamidoamines, polydiallyldimethylammonium chlorides, or a mixture thereof, as recited 
in dependent claims 2 and 3. Specification, page 3, line 34-page 4, line 2. Dependent claim 
4 recites a preferred basic polymer, i.e., polyvinylamine. Specification, page 9, lines 25-37. 

Dependent claim 5 recites that the water-absorbing basic polymer foam is 
surface postcrosslinked. Specification, page 25, lines 4-46. 
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Dependent claim 6 recites that the water- absorbing basic polymer includes 
finely divided water-absorbing acidic polymers, in an amount of from 10% to 90%, by weight 
of the polymer mixture. Specification, page 20, line 3-page 21, line 33. Dependent claim 7 
recites that the water-absorbing acid polymers are crosslinked acrylic acid having a particle 
diameter from 10 to 2000 |im. Specification, page 20, lines 23-25 and lines 36-38. 

Independent claim 8 recites a process for producing foams comprising a 
water- absorbing basic polymer. Specification, page 3, lines 8-30. Recited process steps (I) 
and (II) of claim 8 are identical to steps (I) and (II) discussed above in the description of 
claim 1. 

Dependent claim 9 recites that the crosslinkable aqueous mixture of claim 8 
contains 0.05 to 20 parts by weight of particulate acidic water-absorbing polymer having a 
degree of neutralization of 0 to 75 mol%, per weight part of basic polymer. Specification, 
page 21, lines 35-40. 

Dependent claim 10 recites that the crosslinkable aqueous mixture of claim 8 
includes from 0.1 to 30% by weight of a hydrocarbon. Specification, page 19, lines 6-21. 

Claims 12-17 recite articles containing a present water- absorbing basic 
polymer foam. Specifically, the articles are a hygiene article (claim 12), a dressing material 
(claim 13), a sealing material (claim 14), a packaging material (claim 15), a soil improver 
(claim 16), and a soil substitute (claim 17). Specification, page 25, lines 34-42. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 1-10 and 12-17 comply with the written description 
requirement of 35 U.S.C. §112, first paragraph. 

Whether claims 1-10 and 12-17 would have been obvious under 35 U.S.C. 
§103 over WO 99/44648 (WO c 648) in view of WO 00/63295 (WO '295). 

For purposes of the issues on appeal, claims 2-5 are grouped and argued with 

claim 1. 

Claims 6 and 7 form a second group that is separately argued. 
Claim 8 is a third group that is separately argued. 
Claims 9 and 1 0 form a fourth group that is separately argued. 
Claims 12-17 form a fifth group that is separately argued. 



VII. ARGUMENT 

A. INTRODUCTION 

Appellants submit that the rejections issued in the final Office Action are in 
error, and that the present application is in condition for allowance. Appellants respectfully 
request the Board to review and reverse each of the rejections issued in the final Office 
Action. 

B. PROPER BASIS FOR A 35 ILS.C. §112, % 1, WRITTEN DESCRIPTION 
REJECTION 

To satisfy the written description requirement of 35 U.S.C., f 1, a patent 
specification must describe the claimed invention in sufficient detail such that a person 
having ordinary skill in the art, as of the specification's effective filing date, could have 
reasonably concluded that the patent applicants had possession of the claimed invention. See, 
e.g., Moba, B. V. v. Diamond Automation, Inc., 325 F.3d 1306, 1319 (Fed. Cir. 2003). Patent 
applicants show possession of the claimed invention by providing a specification describing 
the claimed invention with all of its limitations using such descriptive means as words, 
structures, figures, diagrams, and formulas that fully set forth the claimed invention. 
Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir. 1997). While there is 
no in haec verba requirement, amended claims must be supported in the specification through 
express, implicit, or inherent disclosure. Amended claims that introduce subject matter not 
supported by the filled specification violate the written description requirement. See, e.g., In 
re Lukach, 442 F.2d 967 (CCPA 1971). The fundamental inquiry is whether the filed 
specification conveys with reasonable clarity to those having ordinary skill in the art that, as 
of the specification's filing date, the applicants were in possession of the invention as now 
claimed. See, e.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563 (Fed. Cir. 1991). 

As set forth in MPEP §2163(II)(A) (8 th ed. Rev. 6, Sept. 2007), the Patent 

Office bears the burden, after a thorough reading and evaluation of the content of the 

specification, of presenting preponderant evidence of why a person having ordinary skill in 

the art would not recognize a description of the claimed invention in the specification. In re 

Wertheim, 541 F.2d 257, 263 (CCPA 1976). There is a strong presumption that an adequate 

written description of the claimed invention is present in the specification as filed, see id. at 

262; however, with respect to newly- added or amended claims, patent applicants should show 
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support in the original disclosure for the new or amended claims. The rejection of an original 
claim for lack of written description should be rare. 

In rejecting a claim, the Patent Office must set forth express findings of fact 
identifying the claim limitation at issue, and establishing a prima facie case by providing 
reasons why a person skilled in the art at the time the application was filed would not have 
recognized that the applicants were in possession of the invention as claimed in view of the 
disclosure of the application as filed. A general allegation of "unpredictability in the art" is 
not a sufficient reason to support a rejection for lack of adequate written description. The 
foregoing standards are set forth in more detail in "Guidelines for Examination of Patent 
Applications under 35 USC §112, first paragraph, 'Written Description' Requirement," 66 
Fed. Reg. 1099, 1 105 (Jan. 5, 2001), and were adopted by the Court of Appeals for the 
Federal Circuit in 2002. See Enzo Biochem Inc. v. Gen-Probe, Inc., 323 F.3d 956, 964 (Fed. 
Cir. 2002). 

C. PROPER BASIS FOR A 35 ILS.C. §1 03(a) OBVIOUSNESS 
REJECTION 

A determination that a claimed invention would have been obvious under 
§103(a) is a legal conclusion involving four factual inquiries: (1) the scope and content of the 
prior art; (2) the differences between the claimed invention and the prior art; (3) the level of 
ordinary skill in the pertinent art; and (4) secondary considerations, if any, of non- 
obviousness. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966). Secondary 
considerations of non-obviousness include factors such as commercial success, long- felt but 
unresolved needs, the failure of others, and/or unexpected results achieved by the claimed 
invention. Id. Obviousness is determined from the vantage point of a hypothetical person 
having ordinary skill in the art to which the claimed subject matter pertains, who is presumed 
to have all prior art references in the field of the invention available to him/her. In re Roitffet, 
149 F.3d 1350, 1357 (Fed. Cir. 1998). Furthermore, obviousness must be determined as of 
the time the invention was made and in view of the state of the art that existed at that time. 
Uniroyallnc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050-51 (Fed. Cir. 1988). 

The Patent Office must clearly articulate facts and reasons why the claimed 
invention "as a whole" would have been obvious to a hypothetical person having ordinary 
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skill in the art at least as of the claimed invention's effective filing date. KSR Int'l Co. v. 
Teleflex Inc., 127 S.Ct. 1727, 1741 (2007) (citing with approval InreKahn, 441 F.3d 977, 
988 (Fed. Cir. 2006) ( ff [R]ejections on obviousness grounds cannot be sustained by mere 
conclusory statements; instead, there must be some articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness.")); see also MPEP §2143 ("The 
key to supporting any rejection under 35 U.S.C. §103 is the clear articulation of reason(s) 
why the claimed invention would have been obvious."). 

To reach a proper determination under 35 U.S.C. § 103(a), the examiner must 
step backward in time and into the shoes worn by the hypothetical "person of ordinary skill in 
the art" when the invention was unknown and just before it was made. In view of all factual 
information, the examiner must then make a determination whether the claimed invention "as 
a whole" would have been obvious at that time to that person. Knowledge of applicants 1 
disclosure must be put aside in reaching this determination, yet kept in mind in order to 
determine the "differences," conduct the search, and evaluate the "subject matter as a whole" 
of the invention. The tendency to resort to "hindsight" based upon applicants' disclosure is 
often difficult to avoid due to the very nature of the examination process. However, 
impermissible hindsight must be avoided and the legal conclusion must be reached on the 
basis of the facts gleaned from the prior art. MPEP §2142. 

Furthermore, to establish a prima facie case of obviousness, the examiner must 
satisfy three requirements. First, as the U.S. Supreme Court very recently held in KSR 
International Co. v. Teleflex Inc. et aL 9 127 S.Ct. 1727 (2007), "a court must ask whether the 
improvement is more than the predictable use of prior art elements according to their 
established functions. . . .it [may] be necessary for a court to look to interrelated teachings of 
multiple patents; the effects of demands known to the design community or present in the 
marketplace; and the background knowledge possessed by a person having ordinary skill in 
the art, all in order to determine whether there was an apparent reason to combine the known 
elements in the fashion claimed by the patent at issue. . . .it can be important to identify a 
reason that would have prompted a person of ordinary skill in the relevant field to combine 
the elements in the way the claimed new invention does. . . because inventions in most, if not 
all, instances rely upon building blocks long since uncovered, and claimed discoveries almost 
of necessity will be combinations of what, in some sense, is already known." (emphasis 
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added, KSR, supra). Second, the proposed modification of the prior art must have had a 
reasonable expectation of success, determined from the vantage point of the skilled artisan at 
the time the invention was made. Amgen Inc. v. Chugai Pharm. Co., 18 USPQ2d 1016, 1023 
(Fed. Cir. 1991). Lastly, the prior art references must teach or suggest all the limitations of 
the claims. In re Wilson, 165 USPQ 494, 496 (C.C.P.A. 1970). 

As recently articulated by the Court of Appeals for the Federal Circuit in 
Ortho-McNeil Pharmaceutical Inc. v. Mylan Laboratories Inc., 86 USPQ 2d, 1 196, 1201-2 
(Fed. Cir. 2008): 

"As this court has explained, however, a flexible TSM 
test remains the primary guarantee against a non-statutory 
hindsight analysis such as occurred in this case. In re 
Translogic Tech., Inc. 504 F.3d 1249, 1257 [84 USPQ 2d 1929] 
(Fed. Cir. 2007) ( H [A]s the Supreme Court suggests, a flexible 
approach to the TSM test prevents hindsight and focuses on 
evidence before the time of invention.)." 

Once the Patent Office properly sets forth a prima facie case of obviousness, 
the burden shifts to the applicants to come forward with evidence and/or argument supporting 
patentability. See In re Glaug, 283 F.3d 1335, 1338 (Fed. Cir. 2002). Rebuttal evidence is 
merely a showing of facts supporting the opposite conclusion." In re Piasecki, 745 F.2d 
1468,1472 (Fed. Cir. 1984). Evidence rebutting a prima facie case of obviousness can 
include: (a) "evidence of unexpected results," Pfizer f Inc. v. Apotex, Inc., 480 F.3d 1348 1369 
(Fed. Cir. 2007); (b) "evidence that the prior art teaches away from the claimed invention in 
any material respect," In re Peterson, 315 F.3d 1325, 1331 (Fed. Cir. 2003); and, (c) evidence 
of secondary considerations, such as commercial success or long- felt yet unmet needs, WMS 
Gaming, Inc. v. International Game Tech., 184 F.3d 1339, 1359 (Fed. Cir. 1999). The Patent 
Office must always consider such evidence supporting patentability. See, e.g., In re Sullivan, 
498 F.3d 1345, 1352-53 (Fed. Cir. 2007) (reversing a Patent Office decision of obviousness 
because the Patent Office failed to consider the applicants 1 evidence rebutting a prima facie 
case of obviousness). If the Patent Office determines that such evidence is not compelling or 
is insufficient, then the Patent Office should specifically set forth the facts and reasoning 
supporting that determination. MPEP §2145 (8 th Ed., Rev. 6, Sept. 2007). 



13 



D. REJECTION OF CLAIMS 1-10 AND 12-17 UNDER 35 ILS.C. §112, f 1 
FOR FAILING TO COMPLY WITH THE WRITTEN DESCRIPTION 
REQUIREMENT 

Claims 1-10 and 12-17 stand rejected under 35 U.S.C. §1 12, 11 for failing to 
comply with the written description requirement based on the assertion that the phrase "said 
base polymer free of acid monomers" was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. The examiner classifies this 
rejection as a new matter rejection. Appellants traverse this rejection because the objected to 
phrase is provided for in the specification. 

The examiner incorrectly contends that the only section of the disclosure 
supporting the phrase "free of acid monomers" is at page 5, lines 29-30 of the specification, 
stating "the comonomers preferably are free of acid groups". The examiner neglected to 
consider other information in the specification that clearly show appellants had possession of 
the presently claimed invention at the time of filing the application. 

As stated in Amendment "A", filed August 10, 2007, at page 6, the water- 
absorbing basic polymer of each of Examples 1-15 of the specification is free of an acid 
monomer. The examiner has failed to consider the appellants' examples in maintaining the 
present rejection under 35 U.S.C. §1 12, f 1, wherein the term "free of acid monomers" is 
explicitly taught in Examples 1-15 of the specification. In particular, the specification 
contains fifteen total examples at pages 30-43. Each example utilizes a basic polymer, i.e., 
polyvinylamine, that is free of acid monomers, which shows that the inventors had possession 
of the presently claimed invention at the time of filing the application. The examiner is also 
specifically directed to the "Basic Polymers" disclosed in the specification at page 3, line 32 - 
page 4, line 2, which lists several specific water-absorbing basic polymers that are "free of 
acid monomers" and that the basic monomers that "can be polymerized alone". 

A disclosed basic monomer can be copolymerized with other monomers listed 
at page 4, line 4-page 5, line 18 of the specification. No disclosed comonomer is an acid 
monomer. In the entire description of basic polymers at page 3, line 32-page 9, line 37 of the 
specification, no acid containing monomer is disclosed. 
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Not only have appellants demonstrated that they possessed the claimed 
invention at the time of filing the application, thereby complying with the written description 
requirement, appellants also have enabled persons skilled in the art to make and use the 
invention. In particular, appellants provided fifteen examples of a foam prepared from a basic 
polymer that is free of acid monomers, and appellants specifically teach how to make foams 
from a basic polymer that is free of acid monomers. Therefore, appellants not only have 
provided numerous examples of the presently claimed invention, but also have specifically 
provided instructions to persons skilled in the art as to how to make foams from a basic 
polymer that is free of acid monomers. 

The examiner may be concerned that the specification does not specifically 
state the term "free of acid monomers' 1 . However, it is settled law that a claim term does not 
have to be recited in haec verba in the specification. To comply with 35 U.S.C. §112, first 
paragraph , all that has to demonstrated is whether appellants' disclosure has conveyed 
sufficient information to those skilled in the art that appellants have invented the claimed 
subject matter. Appellants have met this burden in Examples 1-15, and in the disclosure at 
page 3, line 32 - page 9, line 37, and particularly, at page 3, line 32 - page 4, line 2, of the 
specification. As stated in MPEP §2163, ,f [I]t is now well accepted that a satisfactory 
description may be in the claims or in any other portion of the originally filed specification" 
(emphasis added). Support for a claim limitation can be express, implicit, or inherent. 

The MPEP goes on to state that the claimed invention can be described in 
words, structures, figures, diagrams, and formulas. Possession of the invention also may be 
shown by a reduction to practice, including testing of the claimed invention, which applicants 
have done in Examples 1-15. Only basic polymers free of acid monomers are provided as 
examples. Appellants, therefore, have provided sufficient information in the disclosure to 
inform those skilled in the art that appellants invented the claimed composition. 

The examiner apparently contends that because the term "free of acid 
monomers" is not expressly recited in the disclosure, the specification therefore contains no 
basis for the term. This reasoning has been found clearly erroneous in In re Wright, 9 
U.S.P.Q.2d 1649, 1651 (Fed. Cir. 1989), wherein the court stated: 
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"...in In re Smith, 481 F.2d 910, 914, 178 U.S.P.Q. 620, 
624 (CCPA 1973. As our predecessor court said in that case: 

The specification as originally filed must convey clearly 
to those skilled in the art the information that the applicant has 
invented the specific subject matter later claimed. In re 
Ruschig, supra, 54 CCPA at 1559, 379 F.2d at 996, 154 USPQ 
at 123. When the original specification accomplishes that, 
regardless of how it accomplishes it, the essential goal of the 
description is realized. 

In deciding the issue, the specification as a whole must be 
considered. 

As also pointed out in Smith and as admitted by the 
board, ,f the claimed subject matter need not be described in 
haec verba in the specification in order for the specification to 
satisfy the description requirement." The fact, therefore, that 
the exact words here in question, "not permanently fixed", are 
not in the specification is not important. From the wording of 
the examiner's rejection it would seem that the did not know 
that; at least he wanted to be shown an "unequivocal teaching" 
that the microcapsules are not permanently fixed.". . . 

. . .All of this convinces us that it is of the essence of the 
original disclosure that the microcapsules are "not permanently 
fixed" to their various supports. The examiner was therefore 
wrong in his underlying premise that the limitation added to the 
claim by amendment contained "new matter". 

The specification does unequivocally teach the absence of 
permanently fixed microcapsules. The §112 rejection was 
clearly erroneous and cannot stand. There is clear compliance 
with the description requirement." 

Therefore, considering the present specification as a whole, particularly in 
light of the information disclosed in the examples, appellants have adequately informed those 
skilled in the art that the claimed basic polymer is free of acid monomers. See MPEP, § 
2163, II, A, 2, wherein the entire specification, including specific embodiments should be 
considered. Accordingly, it is submitted that the examiner's rejection is erroneous and the 
final rejection of claims 1-10 and 12-17 under 35 U.S.C. §112, first paragraph, for failure to 
comply with the written description requirement should be reversed. 
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E. REJECTION OF CLAIMS 110 AND 1217 UNDER 35 ILS.C. §103 AS 
BEING OBVIOUS OVER WO 99/44648 (WO <648) IN VIEW OF 
WO 00/63295 (WO '295) 

Claims 1-10 and 12-17 stand rejected under 35 U.S. C. §103 as being obvious 
over WO 99/44648 (WO '648) in view of WO 00/63295 (WO '295). The rejection is based 
on the contention that, because WO '648 discloses a superabsorbent foamed article based on 
an acidic polymer that does not require a basic polymer and because WO "295 discloses basic 
polymers admixed with acidic polymers, this combination of references renders the present 
claims obvious. The examiner's specific rationale supporting the rejection is that it is prima 
facie to substitute equivalents, i.e., the polymer mixture of WO '295 for the acidic polymer of 
WO '648. 

As stated by the examiner in the Office Action of October 18, 2007 at pages 3 

and 4: 

"Accordingly, it would have been obvious for one 
having ordinary skill in the art to have employed the 
polymer systems of WO00/63295 in the preparations of 
W099/44648 for the purpose of providing acceptable 
and hygienic effects in products realized in order to 
arrive at the products of applicants' claims with the 
expectation of success in the absence of a showing of 
new or unexpected results". 

Appellants traverse this rejection, in part because the polymer mixture of WO 
'295 is not equivalent to the foamed polymer of WO '648, e.g., the mixture of WO '295 
cannot be foamed. 

1 . Disclosure of WO '648 and WO '295 

WO '648 is in the German language. The corresponding English language 
patent document is U.S. Patent No. 6,455,600 ('600). WO '648 and the '600 patent therefore 
are referred to herein interchangeably. 

The '600 patent discloses a foam prepared from (a) monoethylenically 
unsaturated monomers which contain acidic groups and (b) other optional monoethylenically 
unsaturated monomers, by foaming the monomers, then polymerizing the foamed monomer 
mixture. Accordingly, the cited reference is directed to foamed acidic monomers that are 
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polymerized to yield acidic polymer foams. The acidic monomers optionally are 
copolymerized with optional monomers (b) disclosed at column 5, lines 1 1-57 of the '600 
patent. An essential feature of the foams of the ' 600 patent is the presence of acidic 
monomers. 



More particularly, the '600 patent states: 



"We have found that this object is achieved by water- 
absorbing, expanded, crosslinked polymers obtainable 
by 

(I) foaming a polymerizable aqueous mixture which 
comprises 

(a) monoethylenically unsaturated monomers 
which contain acidic groups and are optionally 
neutralized, 

(b) optionally other monoethylemically 
unsaturated monomers, 

(c) crosslinkers, 

(d) initiators, 

(e) 0.1-20% by weight of at least one surfactant, 

(f) optionally at least one solubilizer and 

(g) optionally thickeners, foam stabilizers, 
polymerization regulators, fillers and/or cell 

nucleating agents, 

where the foaming takes place by dispersing fine 
bubbles of a gas which is inert to free radicals in the 
polymerizable aqueous mixture, and 

(II) polymerizing the foamed mixture to form an 
expanded hydrogel and, where appropriate, adjusting 
the water content of the expanded polymer to 1 -60% by 
weight, if at least 20 mol % of the monomers (a) which 
contain acidic groups have been neutralized with 
tertiary alkanolamines and/or the free acidic groups of 
the expanded hydrogel have been at least 20 mol % 
neutralized with at least one alkanolamine after the 
polymerization." ('600 patent, column 3, lines 19-45, 
emphasis added). 

The '600 patent clearly and explicitly teaches that the foam is (a) prepared by foaming a 
mixture of monomers, then polymerizing the foamed monomers and (b) that the monomers 
contain an acidic group. 



The '600 patent goes on to state that the 
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"polymerizable aqueous mixture comprises as 
components (a) monoethylenically unsaturated 
monomers which contain acidic groups and which are, 
where appropriate, neutralized. Examples of monomers 
of this type are monoethylenically unsaturated C3-C25- 
carboxylic acids or anhydrides, for example acrylic 
acid, methacrylic acid, ethacrylic acid, tx-chloroacrylic 
acid, crotonic acid, maleic acid, maleic anhydride, 
itaconic acid, citraconic acid, mesaconic acid, 
glutaconic acid, aconitic acid and fumaric acid." ('600 
patent, column 4, lines 25-34). 

These are clearly monomers that contain acid groups. Additional monomers containing acid 
groups are disclosed at column 4, lines 35-49. 

The monomer mixture of the '600 patent can contain optional comonomers in 
addition to the essential monomers containing acidic groups. These comonomers are 
disclosed at column 5, lines 1 1-57. If a comonomer is used with the monomer containing an 
acidic group, the result is a single polymer containing both (a) monoethylenically unsaturated 
monomers containing acidic groups and (b) other monoethylenically unsaturated monomers. 
The '600 patent fails to teach or suggest a water- absorbing polymer containing only basic 
monomers. 

The method of preparing a foam of the '600 patent is a two step process. The 
first step is foaming a polymerizable aqueous mixture ('600 patent, column 11, lines 46-49). 
The foam is produced "separately from the polymerization" ('600 patent, column 11, lines 
63-64). The second step of the method is polymerizing the foamed aqueous mixture ('600 
patent, column 13, lines 16-18). As the polymerization proceeds, the foamed mixture 
solidifies to an open-celled structure ('600 patent, column 15, lines 2-5). It is the 
polymerization and crosslinking of the acidic monomer in the foamed mixture that imparts 
structural integrity to the final foam. 

The '600 patent clearly and expressly discloses foaming of the monomer 
mixture, as opposed to foaming a polymer (as claimed). The '600 patent absolutely fails to 
disclose, or even suggest, preparing a foam structure from any previously prepared polymer. 
The '600 patent also teaches that it is essential to prepare a foam from monomers having acid 
groups. There is no apparent reason from the '600 patent for a person skilled in the art to 
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completely delete monomers containing an acidic group. In contrast, the '600 patent teaches 
away from such a deletion. 

The unpredictability in the art of water-absorbing foams is further 
demonstrated in the '600 patent. Examples 1-12 of the '600 patent are directed to foams 
having its acid groups neutralized with an alkanolamine. Comparative Examples 1-6 are 
neutralized slightly differently, e.g., with sodium hydroxide in Comparative Examples 1-3. 
This change appears minor on its face, however, the rigidity/flexibility and the absorption 
properties of the foams are drastically changed, as shown in Tables 1-3 of the '600 patent. 
This test data shows the unpredictability in the art, wherein merely a relatively minor change 
in neutralization of acid groups in the foam leads to drastic and unpredictable changes in 
physical and absorption properties. 

WO '295 is in the German language. The corresponding English language 
patent document is Canadian Patent No. 2,370,380 (CA '380). WO '295 and CA '380 
therefore are referred to herein interchangeably. 

WO '295 is directed to a hydrogel-forming polymer mixture containing a 
hydrogel-forming polymer I containing acid radicals and a hydrogel-forming polymer II 
containing amino and/or imino radicals, wherein the ratio of the acid radicals to the sum total 
of amino and imino radicals is 1 :9 to 9:1. (CA '380, page 1, lines 4-14). Polymer I is water 
insoluble and crosslinked (CA '380, page 2, lines 24-28) and can be polyacrylic acid, for 
example (CA '380, page 2, lines 37-42). Polymer II also is water-insoluble and crosslinked 
(CA '380, page 9, lines 25-27) and can be polyvinylamine, for example (WO '295, page 9, 
lines 32-40). 

WO '295 discloses five possibilities for preparing the polymer mixture, i.e., 

"There are in principle the following possibilities of 
preparing the mixture: 

a) mixing the separately prepared powders, 

b) mixing the water-containing gels, 

c) mixing a water-containing gel with a powder, 

d) adding powders or gels of one component to the 
reaction mixture for preparing the other 
component, 

(e) specifically constructing a shell-type particle 
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where one component is the core and the other 
the sheath." (WO '295, page 22, lines 26-39). 

These five possibilities are disclosed in more detail in CA c 380 at page 22, line 41 -page 25, 
line 28. CA '380 fails to teach or suggest any foams, foamed structures, or methods of 
preparing a foam. 

In addition, because Polymer I and Polymer II of CA '380 are already 
crosslinked, no mechanism exists for providing a foam structure from a mixture of the 
polymers. First, these insoluble polymers cannot be adequately dispersed in water to form a 
solution that can be foamed. Second, if a foamed solution of the polymer mixture could be 
made, there still are no, or at least insufficient, reactive sites to form a solid, foamed 
structure, in contrast to the '600 patent, wherein the monomers in solution polymerize to 
solidify into an open-called structure, as described above. 

2. Rejection of Claims 1-5 Under 35 U.S.C. §103 as Being Obvious 
Over WO '648 in View of WO '295 

Claims 1-5 recite a water-absorbing basic polymer foam prepared from at least 
one basic polymer and optionally particulate water-absorbing acidic polymers, in addition to 
a crosslinker, a surfactant, and other optional ingredients. An important feature of the 
claimed invention is that the foam is prepared from an uncrosslinked, water-absorbing basic 
polymer and an optional particulate crosslinked acidic polymer. Most broadly read, the 
claims are directed to a water-absorbing basic polymer foam that is free of acidic monomer 
and free of optional acidic polymer. 

More particularly, claims 1-5 recite a water-absorbing basic polymer foam 
prepared by crosslinking an aqueous mixture containing at least one basic polymer and, 
optionally, a particulate water-absorbing acidic polymer, in addition to a crosslinker, 
surfactant, and other optional ingredients. The basic polymer, e.g., polyvinylamine in 
Examples 1-15, is uncrosslinked and is free of acid monomers. It is important to note that the 
foam is prepared by crosslinking an already formed basic polymer, and that optional particles 
of an acidic polymer are dispersed throughout the foam structure of the crosslinked basic 
polymer. 
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The '600 patent discloses a foam prepared from monoethylenically unsaturated 
monomers which contain acidic groups and other optional monoethylenically unsaturated 
monomers, by foaming the monomers, then polymerizing the foamed mixture. Accordingly, 
the cited reference is directed to foamed acidic polymers that optionally are copolymerized 
with optional monomers (b) disclosed at column 5, lines 1 1-57 of the '600 patent. An 
essential feature of the foams of the *600 patent is the presence of acidic monomers, e.g., see 
column 3, lines 19-45, disclosing foaming an aqueous mixture comprising monoethylenically 
unsaturated monomers containing acidic groups and polymerizing the mixture. The '600 
patent contains no teaching or suggestion that the monoethylenically unsaturated monomers 
having acidic groups can be omitted from the foamed monomer mixture. 

The presently claimed foams are substantially different from, and prepared in 
a substantially different way from, the foams disclosed in the '600 patent. First, a presently 
claimed foam is based on a basic polymer, free of acid groups, and is not an acidic polymer 
foam as disclosed and required in the '600 patent. Second, in the present claims, a basic 
polymer is foamed, i.e., is polymerized prior to foaming. No ethyl enically unsaturated 
monomers are used in the preparation of a claimed foam, in direct contrast to the '600 patent. 

The foam of the '600 patent can contain a polymer of only acidic monomers, 
i.e., a polyacrylic acid foam, or can contain a copolymer of acidic monomers with a second 
monomer. In either case, the foam is prepared from monomers and is a single polymer, either 
a homopolymer or copolymer containing monomer units having acidic groups. The present 
claims recite a basic polymer foam, wherein the basic polymer is free of acid monomers. 

Third, the basic polymer of the presently claimed foam is free of acidic 
monomers, thus the basic polymer is not prepared in the presence of an acid polymers. The 
'600 patent discloses that acidic and basic monomers can be copolymerized into a single 
polymer, and that acidic monomers are essential. However, the '600 patent fails to disclose a 
polymer containing only basic monomers or a foam prepared from a basic polymer free of 
acidic monomers. Fourth, the present claims recite the optional presence of particles of an 
acidic polymer, i.e., a crosslinked acidic polymer that is formed prior to preparation of the 
foam and is added, as particles, to the aqueous mixture of the basic polymer prior to forming 
a foam from the aqueous mixture by crosslinking the basic polymers. The acidic polymer is 
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already crosslinked and is not engaged in any further reactions during crosslinking of the 
basic polymer. The particles of acidic polymer therefore are fixed in the foam matrix, but do 
not form a portion of the basic polymer, i.e., a present foam either (a) contains a crosslinked 
basic polymer that is free of acidic monomer as the only polymer or (b) contains both the 
crosslinked polymer that is free of acidic monomers and embedded particles of the acidic 
monomer. 

Based on these substantial differences, it is submitted that the f 600 patent 
would not have rendered the present claims obvious. A person skilled in the art would have 
had to make numerous jumps in reasoning to arrive at the presently claimed invention after 
reading the '600 patent. First, a person skilled in the art would have to decide to prepare a 
foam based on a basic polymer free of acid groups, even though the '600 patent teaches a 
foam based on an essential acidic monomer. The '600 patent provides no reason, but teaches 
away from, eliminating an acidic monomer from the foam. Second, a person skilled in the art 
would have to decide to prepare a foam from already formed polymers, then crosslinking the 
basic polymer to set the foam. In contrast, the '600 patent is limited to teaching a foam 
prepared from monomers that are polymerized and simultaneously crosslinked and solidified 
during the foaming process. 

In addition, the crosslinking in the '600 patent is substantially different from 
the presently claimed crosslinking. The cited reference teaches crosslinking of the polymer 
backbone through the carbon-carbon double bonds of the monomers via a free radical 
mechanism. In the present foam, the basic polymers contain no carbon-carbon double-bonds 
and are crosslinked via pendant hydrogen atoms or amino groups, not via the polymer 
backbone. The crosslinkers used in the present invention are different from those in the '600 
patent. 

Further, the '600 patent does not simply teach foaming of acidic monomers, 
which was old in the art. The '600 patent clearly shows that an alkanolamine is needed to 
prepare a flexible foam (see Examples 1-8 and Comparative Examples 1-3) and in some cases 
even the presence of an alkanolamine may not provide a useful foam (see Comparative 
Examples 4-6). Accordingly, the art of preparing useful water-absorbing foams is not 
predictable, as suggested by the examiner's simple substitution rationale. Based on the 
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unpredictability in the art, wherein even a small change in a neutralizing base leads to 
drastically different properties, a person skilled in the art could not have a reasonable 
expectation of successfully producing a useful water-absorbing foam after making the drastic 
modifications to the 4 600 patent disclosure that are necessary to arrive at the presently 
claimed invention. 

The '600 patent, i.e., WO '648, therefore provides neither an incentive nor any 
apparent reason for a person skilled in the art to make the numerous and radical jumps in 
reasoning required to arrive at the presently claimed invention. The secondary WO f 295 
reference fails to overcome the deficiencies of the primary WO '648 reference. 

CA '380, i.e., WO '295, merely discloses a physical mixture of water- 
insoluble, crosslinked acidic and basic hydro gel polymer particles. CA 380 fails to teach or 
suggest a foam of any type. See CA '380, page 1, lines 4-16, teaching a mixture of polymers 
and "use of these mixtures" in hygiene articles. CA 380 is totally silent with respect to 
foams, and provides no incentive or apparent reason to form a foam from the disclosed 
polymer mixture. 1 Furthermore, CA '380 provides no reason to eliminate the acidic polymer 
from the mixture and form a foam from only the basic polymer. The acidic polymer is 
essential to both the WO '295 and WO '648 disclosures, and the WO '295 disclosure is silent 
with respect to preparing foams. 

CA '380 teaches that the polymer containing acid groups is water insoluble 
(page 2, lines 24-25) and that the polymer containing amino-groups is made water-insoluble 
through crosslinking (page 9, lines 25-27). The reference contains no teaching or suggestion 
to foam the basic polymers. Rather CA '380 teaches blending a crosslinked acidic polymer 
with an already crosslinked basic polymer. In contrast, the foams of the present claims are 
prepared from an aqueous mixture containing uncrosslinked basic polymers, and if present, 
on optional particulate crosslinked water-absorbing polymer that contains acid groups. After 
forming the foam, the particulate water-absorbing acidic polymer is fixed within the foam 
network by crosslinking the basic polymers. 



As discussed herein, the mixture of crosslinked, water-insoluble polymers in CA 4 3 80 cannot be formed into a 
foamed structure because no mechanism is available to form a solidified foamed structure. 
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The combination of WO '648 and WO '295 fails to render present claims 1-5 
obvious. Both references disclose an acidic monomer or acidic polymer as an essential 
element of the disclosure. The combination of references provides no reason or incentive 
from a reading of the WO '648, which is directed to foams of acidic polymers prepared from 
acidic monomers, to substitute the polymer mixture of WO '295, then form a foam from the 
resulting mixture. Neither reference teaches or suggests eliminating the acid monomer and/or 
polymer. Accordingly, it is submitted that the rejection of pending claims 1-5 over a 
combination of WO '648 and WO '295 should be withdrawn. 

The examiner relies upon WO f 295 because of a disclosure of basic polymers 
in combination with acidic polymers. The reliance on WO '295 to cure the deficiencies of 
WO f 648 is misplaced because this reference is not remotely directed to foams. In fact, 
substituting the polymer mixture of WO '295 for the acid monomer of WO '648 would not 
provide a foam, because the mixture of WO '295 cannot be formed into a foamed structure, 
i.e., both polymers are already crosslinked and water insoluble, and no mechanism remains 
for the solubilization, the polymerization, or the crosslinking needed to form a foam structure. 

In supporting the rejection under 35 U.S.C. §103, the examiner states that WO 
'648 differs from the present claims because basic polymers are not particularly required in 
the reference. The examiner's statements however ignore the teaching of WO f 648 which 
requires an acidic monomer, and prepares a foam by polymerizing acidic monomers. 
Furthermore, as discussed above, WO '648 (i.e., the '600 patent) demonstrates the 
unpredictability in the art because more than merely an acidic polymer is needed to provide a 
useful foam, e.g., proper neutralization of the acidic monomer with an alkanolamine. 

The examiner relies upon a rationale of simple substitution to support the 
purported prima facie obviousness rejection. As stated in the Office Action of October 18, 
2007, at page 4: 

"Applicants' arguments have been considered. 
However, rejection is maintained for the reasons set 
forth above. Examiner maintains the substitution of the 
polymer system of WO- c 295 for the polymer system 
used in the preparations of WO-'648 is an operation 
within the skill of the ordinary practitioner in the art. It 
has been held that it is prima facie obvious to substitute 
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equivalents, motivated by the reasonable expectation 
that the respective species will behave in a comparable 
manner or give comparable results in comparable 
circumstances. In re Ruff 1 18 USPQ 343; In re Jezel 
158 USPQ 99; the express suggestion to substitute one 
equivalent for another need not be present to render the 
substitution obvious. In re Font, 213 USPQ 532". 

However, if an element B is equivalent to an element A, it is expected that a 
substitution of B for A is at least possible. That is not the case here, substituting the polymer 
mixture of WO c 295 for the acidic monomers of WO '648 is not possible because the 
polymer mixture of WO '295 cannot be made into a foamed structure. The present invention 
therefore is not a simple case of replacing one claimed element with an equivalent found in a 
reference. In this case, a person skilled in the art first would have to consider the f 600 patent, 
and rather than polymerize acidic monomers, decide to form the polymer mixture of 380, 
into a foam even though CA '380 is not remotely related to foams and the polymer blend 
disclosed therein cannot form a foam. 

The references in combination simply fail to provide any incentive, or any 
apparent reason, for a person skilled in the art to make these jumps in reasoning and arrive at 
the presently claimed invention with any reasonable expectation of providing a foam having 
the flexibility and absorption properties needed for practical applications, e.g., in an 
absorbent hygiene article, like a diaper. 

The Supreme Court recently identified a number of rationales that may be 
used to support a conclusion of obviousness, consistent with the framework set forth in its 
decision in Graham v. John Deere Co. See KSR Int'l Co. v. Teleflex Inc., Ill S.Ct. 1727, 
1739-40 (2007). These and other representative rationales are described at MPEP §2143 (8 th 
Ed., Rev. 6, Sept. 2007). Regardless of the supporting rationale, however, the Patent Office 
must clearly articulate/acte and reasons why the claimed invention "as a whole" would have 
been obvious to a hypothetical person having ordinary skill in the art at least as of the 
claimed invention's effective filing date. The Court specifically stated: 

"Often, it will be necessary. . .to look to interrelated teachings of multiple 
patents; the effects of demands known to the design community or present in 
the marketplace; and the background knowledge possessed by a person having 
ordinary skill in the art, all in order to determine whether there was an 
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apparent reason to combine the known elements in the fashion claimed by 
the patent at issue. To facilitate review, this analysis should be made 
explicit."; and 

"Therefore in formulating a rejection under 35 U.S.C. §103 (a) based upon a 
combination of prior art elements, it remains necessary to identify the reason 
why a person of ordinary skill in the art would have combined the prior art 
elements in the matter claimed." 

See KSR Int% 127 S.Ct. at 1741 (citing with approval In re Kahn, 441 F.3d 977, 988 (Fed. 
Cir. 2006) ("[R] ejections on obviousness grounds cannot be sustained by mere conclusory 
statements; instead, there must be some articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness.")); see also MPEP §2143 ("The 
key to supporting any rejection under 35 USC §103 is the clear articulation of reason(s) why 
the claimed invention would have been obvious."). 

The examiner has not met this burden by iterating conclusory statements that 
the polymer mixture of WO 4 295 can be substituted for the acidic monomer of WO c 648. 
The examiner has failed to articulate why a person skilled in the art would have combined the 
prior art elements in the manner claimed. As discussed in Section VIII.C, above, the 
proposed modification also must have a reasonable expectation of success, and that a flexible 
teaching-suggestion-motivation test remains to guarantee against a independent analysis of 
the claims. 

The recent examination guidelines published in the Federal Register on 
October 10, 2007 states, citing the KSR decision: 

"When considering obviousness of a combination of known elements, 
the operative question is thus 'whether the improvement is more than the 
predictable use of prior art elements according to their established functions.*" 
(emphasis added) 

With respect to the rationale related to a simple substitution of elements, the guidelines state: 

"B. Simple Substitution of One Known Element for Another To Obtain 
Predictable Results 
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To reject a claim based on this rationale, Office personnel must resolve 
the Graham factual inquiries. Office personnel must then articulate the 
following: 

(1) a finding that the prior art contained a device (method, product, 
etc.) which differed from the claimed device by the substitution of some 
components (step, element, etc.) with other components; 

(2) a finding that the substituted components and their functions were 
known in the art; 

(3) a finding that one of ordinary skill in the art could have substituted 
one known element for another, and the results of the substitution would have 
been predictable; and 

(4) whatever additional findings based on the Graham factual inquiries 
may be necessary, in view of the facts of the case under consideration, to 
explain a conclusion of obviousness. 

The rationale to support a conclusion that the claim would have been 
obvious is that the substitution of one known element for another would have 
yielded predictable results to one of ordinary skill in the art at the time of the 
invention. If any of these findings cannot be made, then this rationale cannot 
be used to support a conclusion that the claim would have been obvious to one 
of ordinary skill in the art." (emphasis added) 

The present rejection cannot be sustained because the combination of 
references fail to meet at least finding (3), i.e., the polymer mixture of WO '295 cannot be 
substituted for the acidic monomers of WO'648, and, even if the substitution would be 
possible, the results of any such substitution would not have been predictable. The cited art 
therefore differs from the claimed invention by more than a mere substitution of one 
component with another component. The present invention is directed to a water-absorbing 
basic polymer foam that excludes the acidic monomer recited as essential in one reference 
and is different from the physical blend of polymers in the second reference. In addition, 
each claimed element is not in the prior art. For example, a foam structure prepared from a 
basic polymer free of acidic monomers is not in the prior art, nor is the presence of optional 
particles of a particle water-absorbing acidic polymer imbedded in (but not an integral part 
of) the basic polymer foam taught or suggested in the art. 
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Furthermore, the '600 patent shows the unpredictability in the art. The f 600 
reference shows that the acidic monomers should be neutralized by an alkanolamine to 
provide a useful form, and in some cases even this did not provide a useful foam. CA 380 is 
silent with respect to foams. Based on these teachings, how could a person skilled in the art 
reasonably predict that an entirely different type of foam, as claimed, would provide a useful 
water-absorbing foam? 

Accordingly, it is submitted that the "simple substitution" rational is not 
applicable in this application, and, if this rationale somehow arguably is applicable, the 
rejection still cannot be sustained because each of the four required findings to support the 
rationale are not met. 

In the Office Action at page 4, the examiner states that appellants have not 
identified differences in the claimed foam over the cited art. To the contrary, appellants have 
fully explained the substantial and nonobvious differences between the presently claimed 
foams and the foams and particle blends of the references. The following summarizes the 
differences the present invention and the cited art. 
Invention: 



basic polymer 
(excludes acidic 
monomers) 



optional acidic 

polymer 

particles 



crosslinking 



basic polymer 
foam with optional 
acidic polymer 
particles embedded 
in the foam 



WO '648 C600 patent): 



acid monomers 
(with optional 
basic monomers) 



polymerized 



acid polymer foam 
(optionally a copolymer if 
basic monomers present) 



WO '295 (CA 380): 
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acidic polymer basic polymer 

particles + particles 



simple mixture, no foam 



As discussed above, substituting the polymer blend of WO "295 for the acid 
monomers is not a viable option to prepare a foam, and if an optional basic monomer is used 
with the acidic monomer of WO '648, the result is a single copolymer having acidic acid 
basic monomer units. This is in contrast to a present form of a basic polymer free of acidic 
monomers, and optionally having particles of an acidic resin embedded in the foam. 
Appellant therefore had identified substituted differences in the claimed foamed in the cited 
art. 

The examiner also states, at page 4, of the Office Action: 

"Additionally applicants' claims do not exclude the 
additional acid polymers of the prior art, but, rather, 
merely require that the basic polymer be free of acid 
monomers. These conditions are met by the 
combination of the prior art." 

Appellants disagree with this last sentence. 

The cited art requires the presence of an acidic polymer. Deleting an acidic 
polymer from either reference would defeat the teaching of that reference. That particles of 
an acidic polymer can be embedded in a present basic polymer foam is not met by the cited 
references. Neither reference teaches a basic polymer foam free of acidic monomers. WO 
4 648 requires polymerized acidic monomers in the disclosed foam. WO 4 295 fails to disclose 
any foam, and the polymer mixture therein cannot be formed into a foamed structure, i.e., 
each polymer is already crosslinked, so no mechanism is available to provide a solid foam. 

With respect to the examiner's statement that the present claims do not recite 
crosslinking of the basic polymer through pendant groups, persons skilled in the art are aware 
that this is the only mechanism by which an already formed basic polymer can be 
crosslinked. All reactive polymerizable carbon-carbon double bonds of the basic monomer, 
e.g., vinylamine, are consumed during polymerization, and crosslinking must occur through 
pendant hydrogen atoms or amino group. The crosslinked polymer of the '600 patent is 
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formed by crosslinking the reactive carbon-carbon double bonds of the monomers and 
crosslinking agents in a free radical polymerization. 

In the Office Action at page 5, the examiner states: 

"Additionally, upon inclusion of the basic polymer 
provided from the teachings of the second reference, the 
crosslinking through the pendant groups of the basic 
polymer would be a resultant effect associated with the 
selection of the basic polymer." 

This statement is incorrect because the basic polymer (Polymer II) is already 
crosslinked, and this polymer therefore cannot be formed into a foamed article, as described 
above. Further, even if crosslinked Polymer II could be formed into a foam, the crosslink 
density then would be so great that the resulting foam would not be water-absorbing, as 
required in the present claims. 

For all the reasons set forth above, appellants submit that the rejection of 
claims 1-5 under 35 U.S. C. §103 should be reversed. 

3. Rejection of Claims 6 and 7 Under 35 U.S.C. §103 as Being 
Obvious Over WO '648 in View of WO '295 

Claims 6 and 7, which depend from claim 1, also stand rejected under 35 
U.S.C. §103 as being obvious over WO '648 in view of WO '295. Claims 6 requires the 
presence of a particulate water-absorbing acidic polymer. Claim 7 recites the particle size of 
an acrylic acid polymer used as the acidic water-absorbing resin. In claims 1-5, the 
particulate water-absorbing acidic polymer is an optional ingredient of the foam. 

Appellants submit that claims 6 and 7 would not have been obvious over WO 
'648 in view of WO '295 for the reasons discussed in Section VII. E. 2. above with respect to 
claims 1-5. 

The combination of references rails to disclose any foam prepared from a 
basic polymer that is free of acid groups. WO '648 merely teaches a foam prepared by 
polymerizing essential acid-containing monomers. WO '295 merely discloses a blend of a 
basic polymer and an acidic polymer. WO '295 fails to teach any foams, and in fact the 



31 



crosslinked polymers of WO '295 cannot be foamed because they are insoluble and are 
already crosslinked, as discussed above. 

Accordingly, appellants submit that the rejection of claims 6 and 7 under 35 
U.S.C. §103 should be reversed. 

4. Rejection of Claims 8 and 10 Under 35 U.S.C. §103 as Being 
Obvious Over WO '648 in View of WO '295 

Independent claim 8 recites a method for producing foams comprising a 
water-absorbing basic polymer. The recited process includes foaming a crosslinkable 
aqueous mixture containing a basic polymer that is free of acidic monomers and is optionally 
neutralized, a crosslinker, a surfactant, and optional ingredients. Claim 10, which depends 
from claim 8, recites that the aqueous mixture further contains a hydrocarbon. 

Neither WO ' 648 nor WO '295 remotely disclose the claimed process. As 
discussed above, WO '295 is directed merely to a blend of an acid-containing polymer and a 
basic-containing polymer. WO '295 absolutely fails to teach either foaming or the 
preparation of a foam structure. In addition, the polymer blend of WO '295 cannot be 
foamed because each polymer is already crosslinked, and hence insoluble. 

WO '648 discloses the preparation of a hydrogel foam. However, the foam of 
WO '648 must be prepared from acid-containing monomers and is prepared by an entirely 
different process. WO '648 teaches foaming an aqueous mixture of monomers, then 
polymerizing the monomers in a free radical process (via carbon-carbon double bond) to 
form a crosslinked polymer foam. 

In contrast, the present method does not polymerize a monomer mixture. The 
present method relies upon foaming a basic polymer and crosslinking the basic polymer via 
pendant amino groups. 

The most that can be deduced from WO '648 is to alter the teachings therein 
to polymerize a monomer solution containing basic monomers, while deleting the acidic 
monomers that are taught as essential. WO '648 provides no suggestion or any apparent 
reason for a person skilled in the art to make a further jump in reasoning and prepare a foam 
from a basic polymer free of acid monomers. 

32 



Accordingly, for the reasons set forth above and in Section VII. E. 2., 
appellants submit that the rejection of claims 8 and 10 should be reversed. 

5. Rejection of Claim 9 Under 35 U.S.C. §103 as Being Obvious over 
WO '648 in View of WO '295 

Claim 9, which depends from claim 8, positively recites the presence of an 
acidic water-absorbing polymer in the crosslinkable aqueous mixture. Appellants submit that 
claim 9 would not have been obvious under 35 U.S.C. §103 over a combination of WO '648 
and WO '295 for the reasons set forth above in Sections VII. E.2. and VII. E. 4. 

Although the presence of an acidic water-absorbing polymer is positively 
recited, WO '648 and WO '295 still do not disclose or suggest the presently claimed process, 
i.e., foaming and crosslinking of an already formed basic polymer free of acidic monomers. 
WO '648 teaches the foaming and polymerization of acidic-containing monomers. The 
present claims recite the inclusion of already formed particles of an acidic polymer. WO 
'295 is absolutely silent with respect to preparing foams. 

Accordingly, appellants submit that the rejection of claim 9 should be 

reversed. 

6. Rejection of Claims 12-17 Under 35 U.S.C. §103 as Being Obvious 
over WO <648 in View of WO '295 

Claims 12-17 each depend from claim 1, and recite various articles of 
manufacture comprising a foam of claim 1. It is submitted that because the foam of claim 1 
is novel and nonobvious, an article of manufacture containing the presently-claimed foam 
also is patentable for all the reasons set forth above in Sections VII. E. 2. through VII. E. 5. 

Accordingly, appellants submit that the rejection of claims 12-17 should be 

reversed. 
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VIII. CONCLUSION 



In view of the foregoing remarks, appellants respectfully request that the 
Board reverse the final rejection of claims 1-10 and 12-17, and that all pending claims should 



be allowed. 



Dated: June 4, 2008 



Respectfully submitted, 




u2. 



James J. Napoli * 
Registration No . : 3 2 ,3 6 1 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 



CLAIMS APPENDIX 



Claims on Appeal in Application Serial No. 10/502.212 

1 . (Previously presented) A water-absorbing basic polymer foam prepared by 

(I) foaming a crosslinkable aqueous mixture including 

(a) at least one basic polymer whose basic groups have optionally 
been neutralized, said basic polymer free of acid monomers, 

(b) at least one crosslinker, 

(c) at least one surfactant, 

(d) optionally at least one solubilizer, 

(e) optionally thickeners, foam stabilizers, fillers, fibers, cell 
nucleators, and mixtures thereof and 

(f) optionally particulate water-absorbing acidic polymers, 

by dissolving a gas which is inert toward free radicals in the crosslinkable 
aqueous mixture under a pressure from 2 to 400 bar and subsequently decompressing the 
crosslinkable aqueous mixture to atmospheric or by dispersing fine bubbles of a gas which is 
inert toward free radicals, and 

(II) crosslinking the foamed mixture to form a hydrogel foam and 
optionally adjusting a water content of the polymer foam to 1-60% by weight. 

2. (Previously presented) The foam of claim 1 wherein the basic polymer 
comprises polymers containing vinylamine units, polymers containing vinylguanidine units, 
polymers containing dialkylaminoalkyl(meth)acrylamide units, polyethyleneimines, 
ethylenimine-grafted polyamidoamines, polydiallyldimethylammonium chlorides, or a 
mixture thereof 

3. (Previously presented) The foam of claim 1 wherein the basic polymer 
comprises polymers containing vinylamine units, polyvinylguanidines, polyethyleneimines, 
or a mixture thereof 



Al 



4. (Previously presented) The foam of claim 1 wherein the basic polymer 
comprises polyvinylamines and/or 10-100% hydrolyzed poly-N-vinylformamides. 



5. (Previously presented) The foam of claim 1 whose surface has been 
postcrosslinked. 

6. (Previously presented) The foam of claim 1 wherein the water- absorbing 
basic polymers additionally include finely divided water- absorbing acidic polymers, the 
polymer mixture including from 10 to 90% by weight of water-absorbing acidic polymers. 

7. (Previously presented) The foam of claim 1 wherein the water- absorbing 
acidic polymers are crosslinked acrylic acids having a particle diameter from 10 to 2000 pm. 

8. (Previously presented) A process for producing foams comprising a water- 
absorbing basic polymer, which comprises 

(I) foaming a crosslinkable aqueous mixture including 

(a) at least one basic polymer whose basic groups have optionally 
been neutralized, said basic polymer free of acid monomers, 



nucleators, and mixtures thereof, and 

(f) optionally particulate water-absorbing acidic polymers. 



aqueous mixture under a pressure from 2 to 400 bar and subsequently decompressing the 
crosslinkable aqueous mixture to atmospheric or by dispersing fine bubbles of a gas which is 
inert toward free radicals, and 

(II) crosslinking the foamed mixture to form a hydrogel foam and if 
optionally adjusting a water content of the polymer foam to 1-60% by weight. 



(b) 
(c) 
(d) 
(e) 



at least one crosslinker, 
at least one surfactant, 
optionally at least one solubilizer, 

optionally thickeners, foam stabilizers, fillers, fibers, cell 



by dissolving a gas which is inert toward free radicals in the crosslinkable 



A2 



9. (Previously presented) The process of claim 8 wherein from 0.05 to 20 
parts by weight of an acidic water-absorbing polymer having a degree of neutralization from 
0 to 75 mol% are used per part by weight of a basic polymer. 



10. (Previously presented) The process of claim 8 wherein the crosslinkable 
aqueous mixture includes from 0.1 to 30% by weight of a hydrocarbon. 

12. (Previously presented) A hygiene article for absorbing body fluids 
comprising a foam of claim 1 . 

13. (Previously presented) A dressing material for covering wounds 
comprising a foam of claim 1 . 

14. (Previously presented) A sealing material comprising a foam of claim 1. 

15. (Previously presented) A packaging material comprising a foam of claim 

1. 

1 6. (Previously presented) A soil improver comprising a foam of claim 1 . 

17. (Previously presented) A soil substitute comprising a foam of claim 1. 
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EVIDENCE APPENDIX 

None 
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RELATED PROCEEDINGS APPENDIX 

There are no related proceedings. 
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